
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfHcc 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/468,164 12/21/1999 

7590 05/18/2004 

Fay Sharpe Fagan Minnich & McKee LLP 

Seventh Floor 

1 1 00 Superior Avenue 

Cleveland, OH 44114-1666 



YIHWU HAN 



HAN-2 



3300 



EXAMINER 



TRAN, PHUC H 



ART UNIT 



PAPER NUMBER 



2666 

DATE MAILED: 05/18/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/468,164 


Applicant(s) 

HAN, YIHWU 


Examiner 
PHUC H IRAN 


Art Unit 

2666 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 02 March 2004 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) K Claim(s) 3-10,14 and 16-20 is/are allowed. 

6) ^ Claim(s) 1,2 and 11-13 is/are rejected. 

7) ^ Claim(s) 75 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Infomnation Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mall Date . 



4) O Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) n Notice of Infomnal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademarit Office 
PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the appHcant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(APA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
intemational application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

2. Claims 1-2, and 1 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fitzgerald (U.S. Patent No. 6466548 Bl). 

- With respect to claims 1-2, and 11-13, Fitzgerald teaches a method for performing 
network diagnostics, which are interpreted as method of testing telecommunications systems, 
which include both circuit switching and packet switching components (Fig. 1) comprising the 
steps of: 

a circuit switching component (block 14 in Fig. 1) initiating a loopback test that 
encompasses communications path through a packet switching component (Fig. 2, Fig. 5); 
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the packet switching component returning a looped back test message to the circuit 
switching component (34, 32, 33, 35 in Fig. 2 ); 

the circuit switching component responding to the reception of the retumed test message 
by determining that the path encompassed by the packet switching component is operational 
(block 42 in Fig. 3); 

and the circuit switching component responding to absence of a retumed test message 
from the packet switching component by determining that the path encompassed by the packet 
switching component is not operational, or provisioning data is not consistent with the 
communication path (e.g. defining the path base on the calculate loopback delays). 

Allowable Subject Matter 

3. Claims 3-10, 14, 16-18, and 19-20 are allowed. 

4. Claim 1 5 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Response to Arguments 

5. AppHcanfs arguments with respect to claims 1-2, and 1 1-13, have been considered but 
are moot in view of the new ground(s) of rejection. 
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Conclusion 



6. The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. SeePTO-892. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PHUC H TRAN whose telephone number is (703) 308-7471, 
The examiner can normally be reached on M-F (8-4:30), 

If attempts to reach thei examiner by telephone are unsuccessful, the examiner's 
supervisor, RAO SEEMA can be reached on (703) 308-5463. The fax phone numbers for the 
organization where this appUcation or proceeding is assigned are (703) 872-9314 for regular 
communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 872-9314. 



Phuc Tran 
Assistant Examiner 
Art Unit 2664 

P.t 

May 13, 2004 




